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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1 and 3-29 have been considered but are 
moot in view of the new ground(s) of rejection necessitated by amendment. 

2. Additionally, Examiner notes an error correction in the Office Action mailed on 23 May 
2005. Under the 35 USC § 102 rejection in paragraph number 12, the rejection regarding claim 
5 should have referenced Bussard rather than Jenkins. 

Election/Restrictions 

3. Claims 16-27 are withdrawn from further consideration pursuant to 37 CFR 1 . 142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 29 August 2005. 

Specification 

4. The disclosure correction is accepted. 

Claim Objections 

5. The claim corrections are accepted. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office Action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 USC. 103(a), the Examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the Examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
8. Claims 1, 3-4, 14-15, and 28-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Skalsky et al. U.S. Patent 4,784,161, and in view of Munshi et al., U.S. Patent 
5,683,443 and Gibbs et al., A capacitance enhancement resulting form the interaction of 
platinum with alkali halides. 

Regarding Claim 1, Skalsky discloses an electrically conducting electrode base member 
formed of at least one metal selected from a group consisting of gold, carbon, platinum, iridium, 
platinum-iridium alloys (Figs. 14-19; column 9, lines 32-34) and stainless steel, wherein an 
electrode base member is partially covered with an electrically insulating ceramic layer, wherein 
a ceramic layer is formed of an oxide and/or an oxynitride of at least one metal selected from the 
group consisting of titanium, niobium, tantalum, zirconium, aluminum (Figs. 2-5; column 5, 
lines 49-50; column 9, lines 41-43), and silicon, wherein an electrode base member is further at 
least partially coated with an electrically conducting layer comprising at least one material 
selected from a group consisting of titanium nitride, niobium nitride, tantalum nitride, zirconium 
nitride, aluminum nitride, silicon nitride, vanadium nitride, iridium oxide and an alloy of 
platinum and iridium (column 6, lines 20-22). 

Skalsky does not disclose an iridium portion of the alloy is > 21 wt. %. However, 
Munshi discloses an iridium portion of an alloy is > 21 wt. % (column 24, lines 42-45) to 



Application/Control Number: 1 0/73 5,069 Page 4 

Art Unit: 3762 

significantly reduce the polarization losses and improve the efficiency of the energy transfer 
through the tissue (column 8, lines, 61-63). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the invention of Skalsky to include an iridium portion of an alloy is > 
21 wt. %, as taught by Munshi to significantly reduce the polarization losses and improve the 
efficiency of the energy transfer through the tissue (column 8, lines, 61-63). 

Skalsky does not disclose a platinum portion of an alloy is > about 100 ppm. However, 
Gibbs discloses a platinum portion of an alloy is > about 100 ppm (page 1393, lines 17-20) to 
enhance capacitance and reduce conductance (page 1392, Abstract line 3 and page 1396, lines 9- 
10). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the invention of Skalsky to include a platinum portion of an alloy is 
> about 100 ppm, as taught by Gibbs to enhance capacitance and reduce conductance (page 
1392, Abstract line 3 and page 1396, lines 9-10). 

Regarding Claim 3, Skalsky discloses a ceramic layer is arranged on an electrically 
conducting layer (Fig. 2). 

Regarding Claim 4, Skalsky discloses a ceramic layer is arranged adjacent an electrically 
conducting layer on an electrode base member (Fig. 2). 

Regarding Claim 14, Skalsky discloses a ceramic layer has a surface closed in itself 
(Figs. 1-2). 

Regarding Claim 15, Skalsky discloses a ceramic layer has plurality of independent 
surfaces (Fig. 5). 
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Regarding Claims 28-29, Skalsky discloses an electrode is implantable in a human and 
implanted as a cardiac pacemaker electrode or a neuro-stimulation electrode (column 2, lines 54- 
61). 

9. Claims 5-7, 10, 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Skalsky, Munshi, and Gibbs, as applied to claim 1 above, and further in view of Gelb et al., U.S. 
Patent 6,799,076. 

Regarding Claims 5, 6, and 12, neither Skalsky, Munshi nor Gibbs discloses an 
electrically conducting layer is formed of titanium nitride nor an electrically conducting layer of 
titanium nitride is at least partially covered with at least one oxidation protection layer on its side 
facing away from an electrode base member nor an oxidation protection layer has a thickness in 
a range of about 500nm to about 5 urn. However, Gelb discloses an electrically conducting layer 
is formed of titanium nitride (column 1, lines 65-66; column 2, lines 1-2; column 3, lines 41-45) 
and an electrically conducting layer of titanium nitride is at least partially covered with at least 
one oxidation protection layer on its side facing away from an electrode base member (column 2, 
lines 6-8) and an oxidation protection layer has a thickness in a range of about 500nm to about 5 
Hm (column 3, lines 15-16) to achieve low polarization (column 3, lines 46-47). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the modified inventions of Skalsky, Munshi, and Gibbs to include an 
electrically conducting layer is formed of titanium nitride and an electrically conducting layer of 
titanium nitride is at least partially covered with at least one oxidation protection layer on its side 
facing away from an electrode base member and an oxidation protection layer has a thickness in 
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a range of about 500nm to about 5 urn, as taught by Gelb to achieve low polarization (column 3, 
lines 46-47). 

Regarding Claim 7, Skalsky discloses a ceramic layer is arranged on at least one 
oxidation protection layer (Fig. 2). 

Regarding Claim 10, Skalsky discloses an oxidation protection layer is formed of at least 
one element selected from the group consisting of platinum, iridium, and gold (column 6, lines 
19-21). 

10. Claims 8 and 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Skalsky, 
Munshi, Gibbs, and Gelb, as applied to claim 7 above, and further in view of Bussard et al., U.S. 
Patent 4,440,178. 

Neither Skalsky, Munshi, Gibbs, nor Gelb discloses a ceramic layer is arranged adjacent 
an electrically conducting layer of titanium nitride and at least one oxidation protection layer on 
an electrode base member or a ceramic layer is arranged adjacent at least one oxidation 
protection layer on an electrically conducting layer of titanium nitride. However, Bussard 
discloses a ceramic layer is arranged adjacent an electrically conducting layer of titanium nitride 
and at least one oxidation protection layer on an electrode base member (column 2, lines 16-18 
and 20; column 4, lines 5-6, 12-13, and 19-20) and a ceramic layer is arranged adjacent at least 
one oxidation protection layer on an electrically conducting layer of titanium nitride (column 2, 
line 20; column 4, lines 5-6, 12-13, and 19-20) to provide an electrode which has a low stimulus 
threshold and reaches the chronic stimulus threshold very rapidly (column 1, lines 43^6). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the modified inventions of Skalsky, Munshi, Gibbs, and Gelb to 
include a ceramic layer is arranged adjacent an electrically conducting layer of titanium nitride 
and at least one oxidation protection layer on an electrode base member and a ceramic layer is 
arranged adjacent at least one oxidation protection layer on an electrically conducting layer of 
titanium nitride, as taught by Bussard to provide an electrode which has a low stimulus threshold 
and reaches the chronic stimulus threshold very rapidly (column 1, lines 43-46). 

11. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Skalsky, Munshi, 
Gibbs, and Gelb, as applied to claim 7 above, and in view of Bolz, U.S. Patent 5,609,61 1. 

Neither Skalsky, Munshi, Gibbs, nor Gelb, discloses an oxidation protection layer is 
formed of at least one compound selected from the group consisting of oxides, carbides, nitrides, 
and polymers, and wherein at least one oxidation protection layer reduces the impedance of the 
electrode base member coated with an electrically conducting layer of titanium nitride, or at most 
increases the impedance to a value which is smaller than the impedance of the uncoated 
electrode base member. However, Bolz discloses an oxidation protection layer is formed of at 
least one compound selected from the group consisting of oxides, carbides, nitrides, and 
polymers, and wherein at least one oxidation protection layer reduces the impedance of the 
electrode base member coated with an electrically conducting layer of titanium nitride, or at most 
increases the impedance to a value which is smaller than the impedance of the uncoated 
electrode base member (Fig. 6) for picking up heart signals for which the low-frequency range is 
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particularly important, especially in the region where the signals are weak (column 8, lines 44- 
47). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the modified inventions of Skalsky, Munshi, Gibbs, and Gelb to 
disclose an oxidation protection layer is formed of at least one compound selected from the 
group consisting of oxides, carbides, nitrides, and polymers, and wherein at least one oxidation 
protection layer reduces the impedance of the electrode base member coated with an electrically 
conducting layer of titanium nitride, or at most increases the impedance to a value which is 
smaller than the impedance of the uncoated electrode base member, as taught by Bolz for picking 
up heart signals for which the low-frequency range is particularly important, especially in the 
region where the signals are weak (column 8, lines 44^7). 

12. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Skalsky, Munshi, 
and Gibbs as applied to claim 1 above, and further in view of Schulman, U.S. Patent 6,844,023. 

Neither Skalsky, Munshi, nor Gibbs discloses a ceramic layer has a thickness in a range 
of about 1 nm to about 20 |im. However, Schulman discloses a ceramic layer has a thickness in 
a range of about 1 nm to about 20 ^m (column 2, lines 44-46) to protect microminiature 
components and devices intended to be implanted in living tissue (column 1, lines 16-18). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the modified inventions of Skalsky, Munshi, and Gibbs to include a 
ceramic layer has a thickness in a range of about 1 nm to about 20 nm, as taught by Schulman to 
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protect microminiature components and devices intended to be implanted in living tissue 
(column 1, lines 16-18). 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office Action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this Final Action is set to expire THREE 
MONTHS from the mailing date of this Action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this Final Action and the Advisory Action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the Advisory Action is mailed, and any extension fee pursuant to 
37 CFR 1 .136(a) will be calculated from the mailing date of the Advisory Action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
Final Action. 

14. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Terri L. Smith whose telephone number is 571-272-7146. The 
Examiner can normally be reached on Monday - Friday, between 7:30 a.m. - 4:00 p.m.. 1 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Angela Sykes can be reached on 571-272-4955. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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